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F-ashion forays in the metaverse

Luxury fashion brands are expanding
aggressively into the metaverse, drawn

in part by its marketing potential as well as
the need to guard their intellectual property

in a new frontier.

David Tan

For The Straits Times

IfI can’t get on the wait list for the
Hermes white Himalayan
crocodile Birkin bag, I can now get
my hands on aMetaBirkin NFT.
Perhaps. Butitisnot cheap.

Before the Covid-19 pandemic,
the fashion industry global
revenue was estimated between
US$1.7 trillion (S$2.4 trillion) and
US$2.5 trillion. The brand
valuation of luxury fashion brands
Louis Vuitton and Hermes are
estimatedtobe US$36.8 billion
and US$21.6 billion respectively.

These brands, and many others
like Gucciand Burberry, are
aggressively expanding their
forays into the metaverse to
capitalise on the public obsession
with non-fungible tokens (NFTs)
and Massively Multiplayer Online
Role-Playing Games.

The metaverse isa new name for
anexistingidea, anditisa
befuddling concept. Itis
fundamentally the combination of
aspects of social media, gaming,
augmentedand virtualreality, and
the Internet that formsan
immersive digital world.

Inthis virtual space, people from
across the world may socialise,
work, play, learn, shopand
innovate. Market research firm
Gartner predictsthat by 2026, 30
per cent of organisations
worldwide will have products,
such asapparel, automobiles,
artworkand other goods, in the
form of NFTs, available in the
metaverse.

Indeed, thereis much moneyto

. be made in the metaverse, but
: manylegalissues are unresolved.

This week, Metaand law firm

: Rajah & Tann have teamed upto

i co-presentaconference onlaw,

: policyand practice at the National
i University of Singapore. :
:  Copyrightand trademarklawsat :
: present stand in the way ofa
: seamless metaverse where one can :
: purchaseanNFT,andthenfreely :
¢ use the object associated with itin
i anygame or onlinesocialspace.
: Thetwokeyissuesare: (i) whether :
i thereisinfringementina :
¢ particularuse of atrademarkina

i third-partylaunch of an NFT or

. use of the markin an online game;
. and (ii) whether an artistic use,

: suchas parody or satire, excuses

i theinfringing behaviour.

INFRINGING I.P. RIGHTS
: INTHE METAVERSE

i InDecember last year, the artist
: Mason Rothschild launched his
i furry colourful digitalrenditions of :
: aHermesBirkin at Art Baselin

i Miami - 100 digital collectibles

: created onthe Ethereum

i blockchain - and sold them on the
i OpenSea NFT marketplace.

The first MetaBirkin NFT sold

: foracostof10 Ether or over

i US$42,000.Unsurprisingly,

¢ Hermes sued for infringement of
: its trademarks. The frequency

: with which brands’ trademarks

: wasbeing used on the virtual

: goodsin the Second Life

i ecosystem without their

. authorisation led to

. metaverse-related lawsuits. Due to
: swift settlements or the

i defendants’failure to turnup in

Gucci Garden is a virtual world on meta
: brand used to reach out to consumers. Many other brands, such as Burberry, are
: also aggressively expanding their forays into the metaverse. PHOTO: NAVER Z

i court, these lawsuits provided
: little insight into how courts would :
: treat trademarks - and claims of
i trademarkinfringement - in the
: metaverse.

Generally, when one purchases

: anNFTwhichis essentially a

i crypto token on ablockchain, one
: isbuyinga certificate of

: authenticity, not the intellectual
: property (IP) rights relating to

: theunderlying artwork or

: even the digital artworkitself,

: unless the salesagreement

¢ explicitly states so.

Anotableandrare exception are

: the NFTsissued by Bored Ape

: Yacht Clubwhich grant tothe

: buyer “aworldwide, royalty-free

i licencetouse, copy,and display

: the purchased Art, along with any
: extensions that you choose to

: create oruse” fora number of

: purposes thatinclude “as part ofa

verse platform Z

i non-downloadable virtual
: footwear, clothing, headwear,
i eyewear, bags, sportsbags,
¢ backpacks, sports equipment, art,
¢ toysandaccessories foruse in
: virtual environments” (Class 41).

Inordertosucceedina

. trademarkinfringement lawsuit,

™ brands have to prove that there isa

-

: third party website orapplication

that permits the inclusion,

: involvement, or participation of
: your Bored Ape”and “use of the

: Artto produce and sell

: merchandise products (T-shirts

: etc.) displaying copies of the Art”.

The fashion brands are more

: protective of their IPrights. The

: truthis brands willlikely be able to
i relyon existing trademark rights

¢ (inphysical products and retail

i services) in order to bring

: enforcement actions, and may not
: needtofile newapplications for

: virtualgoods.

Nonetheless, thereisatrend by

i fashion brands to rush to registera
¢ panoply of trade marks in three

: categories: “downloadable virtual

: goods” (Class 9); “retail store

: services featuring virtualgoods”

¢ (Class 35); and “entertainment

i services,namely, providing online,

. similarity of marks and similarity
: ofgoodsthatresultinalikelihood
i of consumer confusion. This

' © meansitis more difficult to prove
. confusionif the brandis not

: commercially active in the

i metaverse.

It would appear that Gucciwas

. prescientin the use ofits marksin
: themetaverse, whetherinissuing
i NFTs or collaborating with online
. game platform Roblox, even

¢ thoughit may be slow toregister

¢ theminthe relevant classes.

But, for a special category of

¢ famous marks well-known to the
i publicatlarge,arguably brands

¢ like Hermes, Chanel and Rolex,

i theyhave the benefit of

epeto, which the French
i byblurring or tarnishment, even  :
: withoutregistering their marks for :
. usein the class of downloadable
: virtual goods.

commencing anaction in dilution

The Singapore Trade Marks Act

i also extends protection to such
: marks whether or not the trade
i mark has beenregisteredin

: Singapore (section 55).

CANPARODY ORSATIRE SAVEYOU?

: Atrademarkis as symbolicasitis

¢ functional: It does much more

. thandesignate the source or origin
i ofgoods. The United States

¢ Supreme Court has commented

i that trademarks make up the

. expression of everydaylife,and US :
¢ courts have allowed parodies and
. satires of trademarks —aswellas
i copyrightedworks —tobe excused :
¢ from infringement liability.

i bythe mark’s owner”,a parody or

¢ satire must invoke or copya

¢ significantproportion of the

: original trademarkin order for it to
¢ be effective, poking fun or

: mocking these familiar brands and
i thevalues that they signify. It

: wouldbe impermissible if the

: markwasused merely to promote

. orsellgoods and services.

Therefore, trademark law

i protects parodies suchas Aqua’s

: Barbie Girl song and Haute Diggity
. Dog’s Chewy Vuiton toys for dogs,
. butfrownsupon parasitic

¢ behaviour which are perceived to

¢ beinfringing legalrights.

Butitis often not easy even for

¢ lawyers to drawa clear distinction

i betweenthe two, because a parody
. canstill be confusing to customers
: andthereforeinfringea

¢ trademark. Real world laws will

: ultimately have to apply to similar

: humoroususes in the metaverse.

i Unfortunately, there hasyettobea
. dispute before the courts in

i Singapore that would provide

¢ clarityin thisarea oflaw.

Rothschild admittedly created
the MetaBirkin NFTsas an

: experimenttoseeifhe could

i generate the same kind of illusion
i that the Hermes Birkin handbag

. hasinreallifeasa digital

: commodity. Based on the

¢ astronomical prices, he has

: probablysucceeded, butisitan

i acceptable playful parody or

: impermissible parasitic practice?
i The New Yorkdistrict court has

. preliminarily ruled that the case

: shouldproceedtotrial, anditisthe
. earliestdecision of any courtona
i trademark dispute arising from

: NFTs. The final decision willno

i doubtbeanimportant precedent.
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® David Tanisa professor of law and

¢ co-director of Centre for Technology,
i Oftencharacterised as providing :
¢ “entertainment conveyedby

i juxtaposing the irreverent

: representation of the trademark
i with the idealised image created

Robotics, Al & the Law at the National

¢ University of Singapore. He is also
i co-convenor of the Metaverse

. Conferencetobe held at NUS this
i week (Sept 20).
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